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TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE PATENTING 
REJECTION OVER A PENDING "REFERENCE" APPLICATION 



Docket Number (Optional) 
514712000400 



In re Application of: David L SHELTON et al. 

Application No.: 10/682,331 
Filed: October 8 t 2003 



For: 



METHODS FOR TREATING POST-SURGICAL PAIN BY ADMINISTERING A NERVE GROWTH 
FACTOR ANTAGONIST (As Amended) 



The owner*, Rinat Neuroscience Corp. ,of 100 

percent interest in the instant application hereby disclaims, except as provided below, the terminal part of the statutory term of 
anv Datent aranted on the instant aDDlication which would extend bevond the expiration date of thefull statutory term of anv 
patent granted on pending reference Application Number 10/682,638 , filed on October 8, 2003 , 
as such term is defined in 35 U.S.C. 154 and 173, and as the term of any patent granted on said reference application may 
be shortened by any terminal disclaimer filed prior to the grant of any patent on the pending reference application. The owner 
hereby agrees that any patent so granted on the instant application shall be enforceable only for and during such period that it 
and any patent granted on the reference application are commonly owned. This agreement runs with any patent granted on 
the instant application and Is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on the instant application 
that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 154 and 1 73 of any patent granted on 
said reference application, *as the term of any patent granted on said reference application may be shortened by any 
terminal disclaimer filed prior to the grant of any patent on the pending reference application," in the event that: any such 
patent: granted on the pending reference application: expires for failure to pay a maintenance fee, Is held unenforceable, is 
found invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 
1.321, has all claims canceled by a reexamination certificate, is reissued, or is in any manner terminated prior to the expiration 
of its full statutory term as presently shortened by any terminal disclaimer. 

Further, the owner does not disclaim any right to an extension of the term of any patent issuing from the instant application 
under 35 U.S.C. §§ 155- 156 or adjustment of patent term pursuant to 35 U.S.C. § 154(b) or pursuant to any other 
subsequently enacted public law or act which provides for extension of term of a patent, unless the lack of such waiver results 
or would result in the invalidity and/or unenforceability of the patent. 

Check either box 1 or 2 below, if appropriate. 

1 fxl Pot submissions on behalf of a business/organization (e.g., corporation, partnership, university, government agency. 
I_l etc.). the undersigned is empowered to act on behalf of the business/organization. 



I hereby declare that ail statements made herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and 
that such willful false statements may Jeopardize the validity of the application or any patent issued thereon. 



2, £j| The undersigned is an attorney or agent of record. Reg. No. 

r lm is./" 



/ 3 mc^c^h zoo t 



Signature Date 



Carol Stratford, J.D., Ph.D. 
Typed or printed name 



Telephone Number 



|~xj Terminal disclaimer fee under 37 CFR 1 .20(d) is included. 



•Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner). 
Form PTO/SB/96 may be used for making this statement. See MPEP § 324, 



03/19/2007 EEKUBAY1 CW00005 031952 10662331 
01 FC-.1B14 13008 
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STATEMENT UNDER 37 CFR 3.73( b ) 

Applicant/Patent Owner: David L. SHELTON et al. 



Application No/Patent No.: 10/682.331 Filed/Issue Date: October 8. 2003 



METHODS FOR TREATING POST-SURGICAL PAIN BY ADMINISTERING A NERVE GROWTH 
Entitled: FACTOR ANTAGONIST AND COMPOSITIONS CONTAINING THE SAME __ 

Rinat Neuros cience Corp. , a corporation 



(Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.) 

states that it is: 

1. QT] the assignee of the entire right, title, and interest; or 

2. Q an assignee of less than the entire right, title and interest. 

The extent (by percentage) of its ownership interest is % 

in the patent application/patent identified above by virtue of either: 

A. [x] An assignment from the inventor(s) of the patent application/patent identified above. The assignment 

was recorded in the United States Patent and Trademark Office at Reel , 

Frame , or for which a copy thereof is attached. 

OR 

B. [ ] A chain of title from the inventor(s), of the patent application/patent identified above, to the current 

assignee as shown below: 

1. From: 7 0: 

The document was recorded in the United States Patent and Trademark Office at 



Reel . Frame , or for which a copy thereof is attached. 

2. From: t 0: 

The document was recorded in the United States Patent and Trademark Office at 
Reel . Frame , or for which a copy thereof is attached. 

3. From: To: 

The document was recorded in the United States Patent and Trademark Office at 
Reel . Frame , or for which a copy thereof is attached. 

[ ] Additional documents in the chain of title are listed on a supplemental sheet. 

[ ] Copies of assignments or other documents in the chain of title are attached. 

[NOTE: A separate copy (/.e., the original assignment document or a true copy of the original 
document) must be submitted to Assignment Division in accordance with 37 CFR Part 3, if the 
assignment is to be recorded in the records of the USPTO. See MPEP 302.08] 

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee 

Anion Rosenthal 



Date - Typed or printed name 



Telephone Number . " ~ Signature 



CSO 
Title 
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At jy Docket No.: 5 1 47 1 2000400 



ASSIGNMENT JOINT 



a «i«™ ^ ^SS^' by S aVid L - SHELT0N ^ German J. VERGARA (hereinafter referred to as the 
assignors) residing at 5845 Clover Drive, Oakland, CA 94618 and 3709 Campolindo Drive, Moraga CA 94556 
respectively, witnesseth: 

WHEREAS, said assignors have invented certain new and useful improvements in METHODS FOR 
TREATING POST-SURGICAL PAIN BY ADMINISTERING A NER VE^I^O WTHF ACTORANTAGONIST AND 

an oath or declaration executed on even date herewith; bearing Serial No. 10/682,33 1 and filed on October 8, 2003; and 

WHEREAS, Rinat Neuroscience Corp., a corporation duly organized under and pursuant to the laws of 
Delaware and having its principal place of business at 3155 Porter Drive, Palo Alto, CA 94304 (hereinafter referred to as 
foe assignee) is desirous of acquiring the entire right, tide and interest in and to said inventions and said app icanon for 

Wor S^a ' "" d ^ ^ t0 ^ UtteTS P3tent ° r PatCntS ' Unit6d St3teS ° r f0iei ^ SSSSS 

™int JT^^*^* 0 ^' " fT*? ° f 0116 DolIar ($I0 °) 311(1 other 8 ood and suffi <*** consideration, the 
rece.pt of which is hereby acknowledged, said assignors have sold, assigned, transferred and set over, and by these 

s ?"' ^ ttansfer «*» ^J™*' ">to said assignee, its successors, legal representatives and assigns, the 
entoe right, title and interest in and to the above-mentioned inventions, application for Letters Patent, and any and all 
Letters Patent or Patents m the United States of America and all foreign countries which may be granted therefor and 
foereon, and in and to any and all divisions, continuations and continuations-in-part of said application, or reissues or 
extensions of said Letters Patent or Patents, and all rights under the International Convention for the Protection of 
Industrial Property, the same to be held and enjoyed by said assignee, for its own use and the use of its successors legal 
representatives and assigns, to the full end of the term or terms for which Letters Patent or Patents may be granted! as 
folly and entirely as the same would have been held and enjoyed by the assignors, had this sale and assignment not been 

AND for the same consideration, said assignors hereby covenant and agree to and with said assignee its 
successors, lega representatives and assigns, that, at the time of execution and delivery of these presents, said assignors 
are the sole and lawful owners of the entire right, title and interest in and to said inventions and the application for 
Letters Patent above-mentioned, and that the same are unencumbered and that said assignors have good and foil right 
and lawful authority to sell and convey the same in the manner herein set forth. 

AND for the same consideration, said assignors hereby covenant and agree to and with said assignee its 
successors, legal representatives and assigns, that said assignors will, whenever counsel of said assignee, or the counsel 
of its successors, legal representatives and assigns, shall advise that any proceeding in connection with said inventions 
or said application for Letters Patent, or any proceeding in connection with Letters Patent for said inventions in any ' 
country, mcluding interference proceedings, is lawful and desirable, or that any division, continuation or continuation-in- 
part of any application for Letters Patent or any reissue or extension of any Letters Patent, to be obtained thereon, is 
lawful and desirable, sign all papers and documents, take all lawful oaths, and do all acts necessary or required to be 
done for the procurement, maintenance, enforcement and defense of Letters Patent for said inventions, without charge to 
said assignee, its successors, legal representatives and assigns, but at the cost and expense of said assignee its 
successors, legal representatives and assigns. 

AND said assignors hereby request the Commissioner of Patents to issue said Letters Patent of the United States 
to said assignee as the assignee of said inventions and the Letters Patent to be issued thereon for the sole use of said 
assignee, its successors, legal representatives and assigns. 



Date 
Date 
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CALIFORNIA ALL-PURPOSE ACKNOWLEDGMENT 



State of California 1 
County of 5aWa^ C \(\t\ 0^ J 

On 3\5\64 



before me, Bd^ (3fllviMx N^ol7JLr>l) PjMtf, 

Name and Tffle of Officer {e.g., -Jane Doe. Notary Public") 



j\ name ano nue 01 urncer (e.g., "Ja 

personally appeared Q\£jSVV\Cuf\ 0 • \fej^ A^= 

O N^e(s)ofSlgner(sJLJ 




Commission* 1440211 
*Oto»YPublc-CWfointa 
Santa Oara County 
MyComnrtBqpOBtS ep 19, 2007| 



personally known to me 
□ proved to me on the basis of satisfactory 
evidence 

to be the person(s) whose name(s) is/are 
subscribed to the within instrument and 
acknowledged to me that he/she/they executed 
the same in his/her/their authorized 
capacity(ies), and that by his/her/their 
signature(s) on the instrument the person(s), or 
the entity upon behalf of which the person(s) 
acted, executed the instrument. 




OPTIONAL 



Though the information below is not required by law, H may prove valuable to persons relying on the document and could prevent 
fraudulent removal and reattachment of this form to another document 

Description of Attached Document 

Title or Type of Document: A~SSl^V\mjuM- JblWV" 

■ Number of 



Document Date: 



Signer(s) Other Than Named Above: DflOsK^ I — SUjJtV7r/\ 
Capacity(ies) Claimed by Signer 

Signer's Name: 

□ Individual 

□ Corporate Officer — Title(s): • 

□ Partner — □ Limited □ General ~~ 

□ Attorney-in-Fact 

□ Trustee 

□ Guardian or Conservator 

□ Other 



RIGHT THUMBPRINT 
OF SIGNER 



Top of thumb her© 



Signer Is Representing:. 



© 1999 National Notary Association • 9350 De Soto Ave., P.O. Box 2402 • Chateworth. CA 91313-2402 • wvwnatiwmlrtftary.org Prod. No. 



5907 



Reorder: Can Tofl-Free 1-800-876-6827 



CALIFORNIA ALL-PURPOSE ACKNOWLEDGMENT 



State of California 
County 



r California 1 

of ^k^hJlkhA. j 55 

^Mo^f before me, Sjk^JM^ 

^ . , Name and TTUe of Officer (e.g., Man© Doe, NotaJ Public) 



On. 

Date 

personally appeared . 



BETHCALVN 
Commission #1440211 
Notary PubSc - Coftfofrfo 
Santa Clara County ¥ 
My Comm. Expires Sep 19,2007f 



Narr»(8)ofSJgnef(8) 

^personally known to me 
□ proved to me on the basis of satisfactory 
evidence 

to be the person(s) whose name(s) is/are 
subscribed to the within instrument and 
acknowledged to me that he/she/they executed 
the same in his/her/their authorized 
capacity(ies), and that by his/her/their 
signature(s) on the instrument the person(s), or 
the entity upon behalf of which the person(s) 
acted, executed the instrument. 



=SSi 



hand < 



§ai. 



lature of Notary Public 



OPTIONAL 



Though the information below is not required by law, it may prove valuable to persons relying on the document and could prevent 
fraudulent removal and reattachment of this form to another document. 



Description of Attached Document 

Title or Type of Document: A~ 6>S [ A 1A VOMLy\4" <3 o I VtV 

^61 of J 



Document Date: 



Number of Pages: L 

Signer(s) Other Than Named Above: yV\ll^\ ^ - Vg^V^flJslL 

Capacity(ies) Claimed by Signer 

Signer's Name: 



□ Individual 

□ Corporate Officer — Title(s): 

□ Partner — □ Limited □ General 

□ Attorney-in-Fact 

□ Trustee 

□ Guardian or Conservator 

□ Other: 



RIGHT THUMBPRINT 
OF SIGNER 



Top of thumb here 



Signer Is Representing:, 



0 1999 National Notary Association . 9350 De Soto Ave., P.O. Box 2402 ♦ Chateworth, CA 91313-2402 . www.natJ0naJn0ta7.org Prod. No. 5907 Reorder Cad ToO-Free 1^800876-6827 
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TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 


Application Number 


10/682,331 


Filing Date 


October 8, 2003 


First Named Inventor 


David L SHELTON 


Art Unit 


1647 


Examiner Name 


J. Lockard 


Total Number of Pages in This Submission 8 


Attorney Docket Number 


514712000400 



ENCLOSURES (Check all that apply) 



Fee Transmittal Form + duplicate 
copy for fee processing (2 pages) 



Fee Attached 



0 

□ 

| | Amendment/Reply 
After Final 
| | Affidavits/declaration(s) 
|~J Extension of Time Request 
| Express Abandonment Request 

| Information Disclosure Statement 

□ Certified Copy of Priority 
Document(s) 

□ Reply to Missing Parts/ 
Incomplete Application 

I ~| Reply to Missing Parts under 
I I 37 CFR1.52 or 1.53 



j ^ Drawing(s) 

[~| Licensing-related Papers 

| | Petition 

□ Petition to Convert to a 
Provisional Application 

□ Power of Attorney, Revocation 
Change of Correspondence Address 

|~X~| Terminal Disclaimer (1 page) 
| J Request for Refund 
j J CD, Number ofCD(s) 



| | Landscape Table on CD 



□ After Allowance Communication 
to TC 

f | Appeal Communication to Board of 
I — I Appeals and Interferences 

□ Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 



[~| Proprietary Information 

□ 



| | Status Letter 



Other Enclosure(s) (please 
Identify below): 

Copy of Statement under 37 CFR 
3.73(b) and Assignment w/ 
Notarization (4 pages) 
Return Postcard 



Remarks 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



MORRISON & FOERSTER LLP (Customer No. 25226) 



Signature 



Printed name 



Jie Zhou 



Date 



March 14, 2007 



Reg. No. 



52,395 



I hereby certify that this paper is being deposited with the U.S. Postal Service as Express 
below in an envelope addressed to: 

MS Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 


Mail, Airbill No. EV 581427081 US, on the date shown 


Dated: March 14. 2007 Sianature: ( ^<^f^^^ 


(Lori Sims) 





pa-1 138416 



Effective on 12/08/2004. 

/=ees pursuant to the Consolidated Appropriations Act, 2005 (H.R. 4818). 

\ FEE TRANSMITTAL 

For FY 2007 


Complete if Known 


Application Number 


10/682,331 


Filing Date 


October 8, 2003 


First Named Inventor 


David L SHELTON 


Examiner Name 


J. Lockard 


j Applicant claims small entity status. See 37 CFR 1 .27 


Art Unit 


1647 


TOTAL AMOUNT OF PAYMENT ($) 130.00 


Attorney Docket No. 


514712000400 



Under the Paperwork Reduction Act of 1995, no person t 



PTO/SB/17{02-07) 
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METHOD OF PAYMENT (check all that apply) 



\ | Check j Credit Card j^J Money Order None j Other (please identify): 
X Deposit Account Deposit Account Number 03-1 952 Deposit Account Name: Morrison & Foerster LLP 



For the above-identified deposit account, the Director is hereby authorized to: (check all that apply) 
|~x~| Charge fee(s) indicated below 

S Charge any additional fee(s) or underpayments of credit any overpayments 

fee(s) under 37 CFR 1.16 and 1.17 1 — 1 



[~~| Charge fee(s) indicated below, except for the filing fee 



FEE CALCULATION 



1. BASIC FILING, SEARCH, AND EXAMINATION FEES 





FILING FEES 


SEARCH FEES 


EXAMINATION FEES 






Small Entity 




Small Entitv 




Small Entitv 


Application Tvpe 


Fee (?) 


fee($) 


Fee ($) 


Feetf) 


fee($) 


Fee (ft 


Utility 


300 


150 


500 


250 


200 


100 


Design 


200 


100 


100 


50 


130 


65 


Plant 


200 


100 


300 


150 


160 


80 


Reissue 


300 


150 


500 


250 


600 


300 


Provisional 


200 


100 


0 


0 


0 


0 



Fees Paid ($) 



2. EXCESS CLAIM FEES 
Fee Description 



Small Entitv 
Fee ($) Fee ($) 



Each claim over 20 (including Reissues) 

Each independent claim over 3 (including Reissues) 

Multiple dependent claims 

Total Claims Extra Claims Fee ($) 

12 .20= 0 x 50.00 = 

HP - highest number of total claims paid for, if greater than 20. 

Indep. Claims Extra Claims Fee ($) 
2 .3= 0 x 200.00 = 



Fee Paid ($) 



0.00 



50 
200 
360 

Multiple Dependent Claims 
Fee ($1 Fee Paid ($) 

360.00 0.00 



25 
100 
180 



Fee Paid ($) 

0.00 



HP = highest number of independent claims paid for, if greater than 3. 

3. APPLICATION SIZE FEE 

If the specification and drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer 
listings under 37 CFR 1.52(e)), the application size fee due is $250 ($125 for small entity) for each additional 50 
sheets or fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s). 

Total Sheets Extra Sheets Numper of each additional 50 or fraction thereof Fee ($) Fee Paid ($) 

- 100 = ' m /50 (round up to a whole number) x = 

4. OTHER FEE(S) 

Non-English Specification, $130 fee (no small entity discount) 

Other (e.g., late filing surcharge): 1814 Statutory Disclaimer 



Fees Paid ($) 

130.00 



SUBMITTED BY 



Signature 



Name (Print/Type) 



Registration No. 
(Attorney/Agent) 



52,395 



Jie Zhou 



Telephone (650) 813-5922 



Date 



March 14, 2007 



pa-1 138408 



